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New Trademark Legislation in Mexico
By Robert A. Smith, Arturo D. Reyes, and Maureen A. O’Brien
Mexico recently enacted certain sweeping 
changes to its intellectual property protection 
regime. One change that should be of great 
interest to franchisors is the ability to register 
a company’s trade dress as a protectable 
right.

The governing Mexican Industrial Property 
Law was enacted in 1991. (It is a federal law. 
Unlike the U.S., there are no state trademark 
laws or registrations.) While the statute was 
amended in 1994 to adapt it to the North 
American Free Trade Agreement, trade 
dress was not protectable until 2006, and 
then only through an administrative action for 
infringement, as a type of unfair competition. 

Article 213, paragraph XXVI of the Industrial 
Property Law defined trade dress as the 
combination of distinctive signs, operational 
and image elements, that identify products 
or services identical or confusingly similar to 
others. Copying trade dress to cause error or 
confusion or to mislead consumers was (and 
still is) a form of unfair competition. Such 
conduct was punishable as an administrative 
infringement, although there was no right to 
the exclusive use of any trade dress. A pitfall 
with this type of infringement action was 
related to first use. If the plaintiff failed to file 
evidence about the past and continuous use 
of the trade dress, it could lose the case if the 
defendant argued and proved earlier use. 

One of the most significant changes in 
Mexican trademark law this year was the 
extension of the concept of what can be a 
trademark. The statute originally stated that 
only visible signs could be acknowledged 
and registered as trademarks. With the 
passage of the recent legislation, Article 89 
of Industrial Property Law now provides that 
sounds, smells, holograms, and trade dress 
may be registered as trademarks. As a result, 
the applicant may now obtain exclusive 
rights in the various elements, including 
size, design, color, form disposition, label, 
package, or ornaments that, in combination, 
allow the identification of a product or service 
in the market.

Owners of registered trade dress will have 
more options to act against infringers. They 
can still seek an unfair competition claim as 
before, but now they can also file a standard 
trademark infringement action.

Mexico, like most civil law countries, is a 
first to file regime. Use is not required prior 
to filing a trademark application. As a result, 
a franchisor that relies on trade dress to 
identify its business will be under great 
pressure to register its trade dress promptly. 
Otherwise, the franchisor runs the risk that 
someone else will file and register the trade 
dress before it does. A prior registration 
by a third party would not only block the 
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availability of the trade dress trademark for 
registration by the franchisor, it may also 
become a liability for franchisees, who will 
face the risk of an infringement action from 
the trade dress registrant. If a franchisee 
is deemed a trademark infringer for using 
the trade dress it is required to use under 
the franchise agreement, such liability may 
well constitute a breach of the franchise 
agreement by the franchisor making it liable 
for the franchisee’s damages.

While Mexico has enacted provisions to 
prevent individuals and companies from 
registering another’s trademarks (including 
trade dress) in bad faith, these provisions 
typically will benefit businesses with which 
the trademark examiners are familiar. 
Therefore, a good trademark watch service 
is essential to ensure that a franchisor 
becomes aware of, and opposes, trademark 
applications that copy its trade dress.

A better course of action for a franchisor is 
to file a trademark application for its trade 
dress. However, the regulations implementing 
the revised law have not yet been published. 
As a result, it is unknown, how new non-
traditional trademarks, such as sound, smell 
and trade dress, would have to be described 
in a trademark application. Even without this 
information, franchisors should start taking 

measures to be able to take advantage of 
the enhanced trademark system, instead of 
becoming victims. ■  
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